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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim15 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. Claim 15 recites the limitation "the metal hydrogenation component" in claim 10. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1, 3-5, 10-15, and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miller (US 5833837) in view of Baker (US 5951848). 

5. With respect to claims 1 and 3-5, Miller discloses separating a waxy feedstock 
into a light fraction and a heavy fraction where the heavy fraction has a boiling range 
between about 900 and 1 150 degrees F (see Miller, column 2, lines 50-55 and column 

6. lines 50-52). Miller also discloses hydrocracking the light oil fraction (see Miller, 
column 6, lines 53-54). In addition, Miller discloses isomerizing the light oil fraction in a 
dewaxing zone and recovering the light lube base oil product (see Miller, column 2, line 
66 - column 3, line 8). Also, Miller discloses sending the light lube base oil product to a 
hydrofinishing unit (see Miller, column 5, lines 48-55). 

Miller does not disclose where the feedstock is a hydrocracked residuum with a 
concentration of sulfur less than 0.5% and a concentration of nitrogen of less than 0.2%. 
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However, Baker discloses a feedstock derived from a hydrocracked crude oil 
residuum with a concentration of sulfur less than about 39 ppm and a concentration of 
nitrogen less than about 2300 ppm (see Baker, column 4, lines 21-25 and 60-67 and 
column 18, lines 11-30). 

Baker uses a hydrocracked residuum for a feed because the hydrocracking 
removes sulfur and nitrogen, which would result in very low concentrations of sulfur and 
nitrogen such as 39 ppm of sulfur and 2300 ppm of nitrogen (see Baker, column 4, lines 
65-67). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the process of Miller to include a feedstock derived 
from a hydrocracked crude oil residuum in order to remove nitrogen and sulfur resulting 
in a concentration of sulfur less than about 39 ppm and a concentration of nitrogen less 
than about 2300 ppm. 

6. With respect to claims 10-15, Miller discloses where the isomerization catalyst is 
a SAPO-11 catalyst with a platinum component (see Miller, column 8, lines 27-39). 

7. With respect to claims 16-18, Miller in view of Baker disclose everything in claim 
1 (see paragraph 5), but Miller does not disclose where the suitable levels fro 
hydroisomerization dewaxing include a concentration of nitrogen less than 10 ppm and 
a concentration of sulfur of less than 20 ppm. 

However, Baker discloses feed to the isomerization zone with a nitrogen 
concentration of less than 0.5 ppm and a sulfur concentration of 7 ppm (see Baker, 
Table 2). 
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Baker discloses that the feed was upgraded by hydrocracking prior to dewaxing 
because high nitrogen and sulfur levels result in unacceptably low catalyst life (see 
Baker, column 7, lines 40-52 and column 10, lines 59-64). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the process of Miller to include feed to the 
isomerization zone with a nitrogen concentration of less than 0.5 ppm and a sulfur 
concentration of 7 ppm in order to preserve catalyst life. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miller in 
view of Baker as applied to claim 1 above, and further in view of Fragelli (US 6103101). 
Miller in view of Baker discloses everything in claim 1 (see paragraph 5), but do not 
disclose where the hydrocracked feedstock is deasphalted oil. 

However, Fragelli discloses deasphalted oil as a feed for producing bright stock 
(see Fragelli, column 2, lines 56-67). 

Fragelli discloses that deasphalted oil is a raw material useful for producing a 
lube base oil of high viscosity (see Fragelli, column 1, lines 10-13 and column 2, lines 
56-67). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the process of Miller in view of Baker to include 
deasphalted oil as a feed for producing bright stock in order to use a raw material useful 
in producing a product with a high viscosity. 

9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miller in 
view of Baker as applied to claim 5 above, and further in view of Miller (US 4657661), 
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hereinafter referred to as "Miller 2". Miller in view of Baker discloses everything in claim 
5, but does not disclose contacting the stabilized lubricant bright stock with clay in a clay 
treatment zone. 

However, Miller 2 discloses treating the bright stock with acidic clay (see Miller 2, 
column 5, lines 54-68). 

Miller 2 discloses that acidic clays are the preferred catalysts for further 
stabilizing the bright stock (see Miller 2, column 6, lines 3-19). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the process of Miller in view of Baker to include 
treating the bright stock with acidic clay in order to use the preferred catalyst for 
stabilizing bright stock. 

1 0. Claims 7-9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Miller 
in view of Baker as applied to claim 1 above, and further in view of Fragelli. Miller in 
view of Baker disclose everything in claim 1 (see paragraph 5), but do not disclose 
where the bright stock has a viscosity in the range of 20-60 cSt, measured at 100 
degrees C and a viscosity index greater than 90. 

However, Fragelli discloses a bright stock with a viscosity of 38.68 at 100 
degrees C and a viscosity index of 94 (see Fragelli, Table 2, column 11). 

Fragelli discloses that lube oil with a high viscosity produces less engine wear 
and higher fuel efficiency (see Fragelli, column 3, lines 12-20). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify the process of Miller in view of Baker to include a 
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bright stock with a viscosity of 38.68 at 100 degrees C and a viscosity index of 94 in 
order to have a lube oil that produces less engine wear and higher fuel efficiency. 



1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Apelian (US 5885438) and Miller (US 6686511). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John C. Douglas whose telephone number is 571-272- 
1087. The examiner can normally be reached on 7:30 A.M. to 4:30 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn A. Caldarola can be reached on 571-272-1444. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



JCD 



Walter O. Griffin 
Primary Examiner 




